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The Trademark Trial and Appeal Board Moves
Closer to Federal Court Procedures: Using
the New TTAB Rules to Your Advantage

By Joseph N.Welch Il and Simon Holzer

he US Patent and Trademark Oftice (USPTO) has

made significant changes to the rules of practice
applicable in inter partes proceedings before the Trade-
mark Trial and Appeal Board (TTAB). Most of them
took effect on November 1, 2007.This article will dis-
cuss the nature and effects of these changes, ways to take
advantage of them, and some of the relative benefits of
TTAB versus federal court proceedings.

Prehistory and USPTO Reasons
for Changing the TTAB Rules

In 1993, significant amendments to the Federal Rules
of Civil Procedure (FRCP) mmplemented a regime
requiring federal court litigants to make initial disclo-
sures of certain information and documents without
waiting for discovery requests. Under the rules, litigants
also are required to meet and confer to discuss settlement
options and to discuss plans for disclosure and discovery
if settlement proves unlikely.! At the tume that the rules
were implemented, the USPTO announced that the
TTAB would not follow many of the changes to the
FRCP, including the new initial disclosure regime.?

More recently, the USPTO evaluated the effects of
the FRCP amendments on civil actions and eventually
concluded, in particular based on a 1998 empirical study
report,? that use of a modified procedural regime similar
to the amended FRCP would encourage earlier settle-
ments of TTAB proceedings, among other benefits.4

The cited empirical study reported that the disclo-
sure regime 1mplemented i 1993 has been successtul
mn the courts:

In general, imitial disclosure appears to be having
its intended effects. Among those attorneys who
believed there was an 1impact, the effects were most
often of the type intended by the drafters of the
1993 amendments. Far more attorneys reported
that 1mual disclosure decreased litigation expense,
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time from filing to disposition, the amount of dis-
covery, and the number of discovery disputes than
said 1t increased them. At the same time, many
more attorneys said initial disclosure ncreased
overall procedural fairness, the fairness of the case
outcome, and the prospects of settdement than said
it decreased them.>

The USPTO determined that a modified form of
the federal court disclosure practice would increase
efficiency of the process for commencing Inter paries
TTAD cases, increase efficiency in the exchange of dis-
covery and pretrial information, enhance settlement
chances, and lead to earlier settlement of cases and
increased procedural fairness.®

Original Proposal

The USPTO published a Notice of Proposed Rule
Making (originally proposed rules) in the Federal
Register? on January 17,2006, and in the Ofhcial Gazette
on February 14, 20063

The ornginally proposed TTAB rules obligated the
plaintiff? to serve complaints or claims of right to a con-
current use regisiration directly on defendants. Parties
also would have an early exchange of extensive core
information supporting their claims or defenses, iden-
tify expert witnesses to be used during TTAB proceed-
ings as part of the discovery phase, and disclose, during a
pre-trial phase, the identity of witnesses that each party
expected to call at trial,

Comments

The USPTO recetved comments from 28 individu-
als, law firms, and P organizations on the originally
proposed rules. Most of themn criticized the broad scope
of the proposed mandatory nutial disclosures. This was
the greatest source of concern, since what the originally
provosed rules specified for disclosure substantially dif-
fered from FRCP 26(a)(1).1 The rules also would have
reduced the number of mterrogatories from 75 to 25
and would have required plantiffs who suspected that
the correspondence address of record was inaccurate or
who had the service copy of the complaint returned
as undeliverable to take steps that some viewed as
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burdensome. Other comments expressed a fear that the
TTAB’s standard protective order was not appropriate
to protect trade secrets and confidential information iu

TTAB proceedings and criticized the requirement of

expert disclosures halfway through discovery, which also
did not track FRCP 26.11

In July 2006, representatives of the American Bar
Association Intellectual Property Law  Section, the
International Trademark Association, the Intellectual
Property Owners Association, and the American [ntel-
lectual Property Law Association met at the USPTO
to discuss the originally proposed rules and the critical
conmments raised by the various orgamzations.!?

Key Changes from the Originally
Proposed Rules

The adopted TTAB rules considerably reduced
parties’ initial disclosure obligations trom those origi-
nally proposed. The USPTO eliminated the original
long list of mandatory disclosures and opted for the
more straightforward and limited requirements under
FR.CP 26(a)(1) for identfication of witnesses likely to
have discoverable information and categories of docu-
ments that the disclosing party may use to support its
case.!?

The final TTAB rules also clarified that parties ini-
tially may rely on the correspondence address in the
USPTO records for service. Under the amended
rules, a TTAB plamutt 1s not required to serve a copy of
the complaint to any address other than the appropriate
party’s correspondence address listed on the Trademark
Application and Registrations Retrieval (TARR) sys-
tem at the USPTO Web site (hitp://tarruspto.gov).!> The
USPTO withdrew the proposal that the planaff should
serve an additional copy of its complaint on any party
that the plaintiff had reason to believe might be the cor-
rect adversary.!*

The final rules also were amended to clarify that the
parties must discuss during the initial discovery and set-
tlement conference the subjects outlined in FRCP 26(f)
and any other subjects that the TTAB may, in its institu-
tion order, additionally require.!”

The suggestions to stagger pretrial disclosures and to
schedule the first such disclosure closer to the tme of
trial have been adopted and are included in the final
rules. The final rules also leave the 75-interrogatory
limit in place and clarify how to properly identity wit-
nesses and their expected topics.’8

The final rules further provide that a party may seek
to strike any testimony, or portions of testimony, when
related disclosures are untimely, improper, or inad-
equate. Under the amended rules, a motion to strike
witness testimony for inadequate pretrial disclosure may

seek to strike that portion of the testimony that was not
adequately disclosed.

The final rules provide for disclosure only for testity-
ing experts and do not require that consultng experts
be disclosed. In addition, the final rules specify that dis-
closure of expert testuimony shall occur 11 the manner
and sequence of FRCP 26(x)(2), unless the TTAB pro-
vides alterpative instructions in an institution order or
subsequent order.20

TTAB Proceeding Under the New Rules

There are fundamental differences between FRCP
and TTAB proceedings. TTADB proceedings have more
limited remedies that apply only to the registration of
a mark. The TTAB cannot enjoin infringing activities,
assess damages, or award attorneys’ fees. Further, all evi-
dence is submitted in written form, and there 1s no live
testimony before the TTAB.

The changes in TTAB rules published in 72 Fed. Reg.
42242 on August 1, 2007, nonetheless have moved the
TTAB rules closer to the FRCP. The principal TTAB

rule revisions are:

= Plaintiff has to serve the defendant directly (coniplaint
or claim of right to a concurrent use registration) to
initiate the proceeding.

s Plainafl must file proof of service together with its
complaint with the USPTO.

¢+ Parties must hold an initial discovery and settlement
conference within 30 days after the answer is served.

» Parties have to, on a reciprocal basis, make initial dis-
closure of individuals with knowledge that could be
used to support their claims or defenses and identity
the existence and location of documents that could
support their claims or defenses.

« The parties must disclose, during the discovery phase,
expert witnesses expected to be used during the trial
phase of TTAB proceedings and, during the pretrial
phase, the identity of witnesses each party expects to
call during trial.

¢ The TTAB' standard protective order will be applied
in all cases, unless the parties stipulate to modify it or
to substitute a different order.

Direct Service and Proof of Service
by Plaintiff

Under previous practice, plaintiffs had to serve on
the defendant a copy of every paper the plaintift filed
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during a proceeding.?! The sole exception was the
plaintiff s initial complaint.2? The adopted TTAB rules
require that the initial filing will now be treated the
same as all other filings.2?

All plaintiffs—opposers, petitioners, and concurrent
use applicants—bear the same service obligations under
the new rules. Specifically, they have to serve copies of
the complaint by one of the methods provided in 37
C.ER. 2.119 of the TTAB rules, which include first
class mail, express mail, and overnight courier. Personal
service 1s not required. 2

The USPTO has clarified that a plainaff has no
investigative duty other than to refer to USPTO records
tor the application or registration at issue; that is, the
plamntiff does not have to look at other applications or
registrations owned by that party and does not have
to serve the complaint to any address other than the
address listed on TARR .25

Finally, plaintiffs are neither required nor expected to
follow the provisions of FRCP 4, 4.1, or 5 or, for non-
US defendants, any international convention regarding
service of process.26

Service of Notice of Opposition

Under the new TTAB rules, an opposer must serve
the initial pleading on either (1) the attorney for the
applicant of record o1, (2) if there is no attorney, the
applicant or the applicant’s domestic representative, if
one has been appointed, at the correspondence address
of record listed in TARR .27

Proof of service must be included in the notice of
opposition or petition filed with the TTAB; otherwise,
the pleading will be considered defective and the case
not properly commenced.The form is the same as with
motions. A statement signed by the attorney or other
authorized representative, attached to or appearing on
the original paper when filed, clearly stating the date
and manner in which service was made will be accepted
as prima facie proof of service. 2

In a precedential decision, the TTAB dismissed an
opposition for falure to properly serve the applicant
in accordance with the new TTAB rules. Although the
opposer indicated mn 1ts electronic filing that it had served
the applicant, it actually had failed to do so. Reealizing the
error, the opposer moved for permission to amend its
opposition to provide for later service. The TTAB denied
applicants motion and then dismissed the opposition
entirely. It did note that the opposer could file a petition
to cancel the registration resulting from the application.??
The TTAB will not institute a proceeding if the defen-
dant has not been served. As a corollary, the TTAB will
not stitute a proceeding when there is no proof of ser-
vice, even though there may have been actual service 3"

Service of Petition for Cancellation

The petitioner in a cancellation action must serve
the petition on either (1) the owner of the registration
or (2) the owner’s domestic representative of record, if
one has been appointed, at the correspondence address
of record on TARR.

Petitioner 1s not expected to serve any attorney who may
have represented the registrant in the prosecution of the
application unless USPTO records indicate that the attorney
was designated as a domestic representative.®! The TTAB
will ask the plaintiff to effect proper service on the owner
of the trademark if it incorrectly served the attorney who
represented the registrant in the prosecution proceedings.
Proof of service must also be included in the petition.3

Returned Service Copies

In all cases, the plantift must inform the USPTO of
any failure of service within 10 days.?3 The 10 days is
measured from the date of delivery to the serving party
of the returned service copy.?

While the new TTAB rules do not specifically refer
to it, pursuant to the accompanying comuments in the
Federal Register, the notice to the TTAB of failure of ser-
vice must include any new address information received
for the defendant, for example, if the US Postal Service
lists defendant’s new address on the returned copy. Simi-
larly, if the plaintiff discovers a new address through inde-
pendent means or voluntary investigation, then it must
report that to the TTAB in its failure-of-service notice.?
The plaintiff has no obligation to serve a defendant at the
new address, however.3¢ In any case in which a plainaff
notifies the TTAB of failed service, the TTAB will effect
service.?” In that TTAB order effecting service, the TTAB
will clarify what address is to be used for service there-
after and amend, if necessary, any deadlines or dates that
were set in the insticution order. If notice from the TTAB
commencing a proceeding 1s undelivered, the TTAB may
publish the notice in the Official Gazette, available via the
Oftice’s Web site (htip:/ /wune uspto.gov) 38

Considerations for the Plaintiff

Because pleadings filed without the required proof of
service will not be accorded a filing date by the TTAB,3Y
omitting proof of service may trigger the loss of sub-
stantive rights. For example, failure to provide proof of
service for a cancellation action alleging priority and
likely confusion or other grounds that expire under
15 US.C.§ 1064 five years after the registration issues
may result in those claims being lost.

Considerations for the Defendant
Since the plantiff is not obhged to research the
defendant’s whereabouts, there is the possibility that a
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proceeding could be uuaated without the defendant’s
actual notice if the detendant’s correspondence address in
the USPTO TARR system is not current. That, in furn,
could result 1 a default judgment against the defendant.

TIP: USPTO records for client trademarks should
be monitored and kept curreut, including when rights
change hands or addresse:

change.

Institution Order

The TTAB's nouce of the proceeding’s commence-
ment (commonly referred to as the institution order)
will set forth specific dates for the vartous phases in a
case. Each deadline or phase is measured from the date
of the nstitution order. The wnstututon order will spec-
ify the deadline for a discovery and settlement confer-
ence, the opening and closing dates for the taking of
discovery, and the deadlines within the discovery period
tor making initial disclosures and expert disclosures.*

The mstitution order may also identify issues to be dis-
cussed in the discovery and setdement conference. ! Issues
mentioned in the TTABY institution order should not be
read as hnuting what parties may discuss, however.+2

Defendant’s Answer

Defendant’s answer is due 40 days from the date of
the TTAB’s institution order.# As was true before the
amendments, the answer must be directly served on the
plaindft. It a defendant is aware of grounds for a coun-
terclaim, the counterclaim should be pleaded at that
time. Failure to do so may preclude the defendant from
asserting the counterclaim later.#4

TIP: Boilerplate affirmative defenses, such as the
complant fails to state a claim, should be avoided. Such
pleadings often result in motions to strike decided in
plaintiff’s favor, since a plaintiff usually is able to plead
a claim for relief. Rather than attacking the sufficiency
of the pleading by way of a pro formma affirmative defense,
the TTAB recommends that the defendant consider a
formal motion.*

In any case of default, the TTAB will reset discovery,
disclosure, and trial dates, and although this is not explic-
iy mentioned in the amended TTAB rules, plaintff’s
initial disclosure will not be necessary.* Instead, when
the defendant fails to answer, the plaintff can move for
entry of default judgment. To save the client the expense
of drafting and filing the motion, plaintiff s attorney can
call and remind the TTAB to issue the notice of default, as
long as 15 days have passed since the answer was due. ¥

Disclosure, Discovery,
and Settlement Conference

As previously mentioned, the new TTAB rules
require that the parties conduct an initial discovery and

settlement conference consistent with the provisions of
FRCP 26(f). All parties share a joint responsibility to
initiate the discovery and settlement conference.

The parties can conduct the discovery and settlement
conference in person or by other means such as tele-
phone or through the Electronic System for Trademark
Trials and Appeals (ESTTA). Among other things, the
TTAB 15 optinustic that the nital discovery and set-
tlement conference, together with the new disclosure
rules, will encourage quicker settlements.’® By contrast,
parties and practitioners should recognize that the dis-
covery and settlement conference presents not only an
opportunity to foster settlement discussions and coop-
eratively streamline the discovery process but also a
chance to favorably structure the proceeding in terms
of stipulations, imitations on disclosures, and so on.

TIP: Counsel and parties are well advised to thor-
oughly plan ahead as to what they want to accomplish
via the discovery and settlement conference and how to
reach those goals.

Timing

The new TTAD rules require the parties to conduct
the initial discovery and settlement conference on or
before the date that discovery opens in the case.® Dis-
covery opens 30 days from the date that the answer is
due. If the plaintiff withdraws the complaint prior to
the answer’s being filed or the defendant defaulss, the
conferencing requirement becomes moot.™ Further, a
motion under FRCP 12 or a counterclaim will defer
the conference date. The tinung of discovery is discussed
later in this article.

Participation of Interlocutory Attorney
or TTAB Member

Any party can request that an interlocutory attorney
or TTAB member participate in the discovery and set-
tlement conference by phone or ESTTA. Such a request
for participation of a TTAB professional may be made
only with the answer or after it is filed but in no event
later than 10 days prior to the deadline for conducting
the discovery and sectlement conference.

TIP: A request that a TTAB attorney participate
may be particularly advisable in cases involving pro se
litigants®! or when the parties previously have demon-
strated difhiculty reaching agreement.

The participating TTAB professional may explore
what progress has been made toward a settlement, may
ensure that the parties know about mediation, arbi-
tration, and the TTAB’s Accelerated Case Resolution
(ACR) option, and may inquire whether the parties
desire additional time after the discovery and settle-
ment conference to discuss settlement.52 According to
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the TTAB, the involvement of the participating Board
professional in the settlement aspect of a discovery and
settlement conference will be rather limited in com-
parison to the involvement of a district court judge.3
The TTAB did not rule out the TTAB professional’s
participation, however, in discussions concerning bases
tor settling such as assignments, licenses, restrictions on
use, conditions of phase-out agreements, or the like.5
The TTAB declared that its interlocutory attorneys
and administrative trademark judges will be provided
sufficient training for such participation.’ The TTAB
does not see any risk that its involvement in settlement
discussions may make the professional more partial to
one party than another or require his or her exclusion
from the further management or decision of the case.5¢
TIP: The TTAB representative who participates
m the discovery and settlement conference will most
likely be the interlocutory attorney assigned to the case.
Therefore, notwithstanding the TTAB* stated view
of the risks, counsel should be aware that the nature
of their conduct during the discovery and settlement
conference (c.g, reasonable versus obstructionist) may
influence the interlocutory attorney’s view of the par-
ties and their positions as the proceeding continues.57

No Written Report and No Scheduling Order

Unlike procedures under the FR CP, the parties are not
required in TTAB proceedings to file a written report
outlining their discovery and settlement conference dis-
cussions, unless the parties have agreed to alter disclo-
sure or discovery obligations set forth by the amended
TTAB or applicable FR.CP rules or unless directed to
file such a report by the TTAB professional who partici-
pated in the discovery and settlement conference.5®

Instead of issuing a FRCP 16(b) scheduling order,
the TTAB will issue its insutution order setting the
schedule for the proceeding.

Sanctions for Non-Participation

A motion for sanctions for a party’s failure to partici-
pate 1 the discovery and settdlement conference must
be filed prior to the deadline for initial disclosiies,™ because
one subject for discussion in that conference is such dis-
closures. The deadline for initial disclosure is 30 days
after the opening of the discovery period. The discovery
period opens 30 days after the date that the answer is
due. ITmtial disclosures, therefore, are due 60 days after
the answer 15 fled.

A motion to compel attendance at the discovery and
settlement conference can be accompanied by a motion
tor sanctions, and the moving party is free to decide what
sanction to request.®’ In most instances, the requesting
party will likely seck a default judgment.

[t a party moves for sanctions for non-participation
in the discovery and settlement conference, this will
generally cause the TTAB to suspend the proceedings
until the motion is resolved.t!

Scope (Subjects to Be Discussed)

The final TTAB rules clarify that the parties shall dis-
cuss the subjects outlined in FRCP 26(f) and any other
subjects that the TTAB may, in an insticution order,
require to be discussed. Subjects identified in FRCP
26(f) are:

* The nature and basis of claims and defenses;
¢ The possibilities for prompt settlement;

* The arrangements for exchanging initial disclosures:
tel o o >

* Any topics relating to preserving discoverable infor-
mation, and

* The development of a discovery plan, including
« Timing and form of initial disclosures;
¢ Subjects on which discovery may be needed;
* When discovery should be completed;

« Disclosure or discovery of electronically stored
information;

« Limitations on discovery.

Subjects that the TTAI may require the parties to discuss
include:

* Plans to supplement or modify the TTAB standard
protective order or to substitute a different order:

= Whether the parties want to seek mediation, arbitra-
tion, or to proceed under the TTABY ACR option
(discussed later in this article);

¢ Whether the parties want to enter into any stipula-
tons of fact or stipulations as to evidence; and

« Use of and service by email.

¢ In a Discovery and Settlement Conference, however,
parties are free to discuss any additional topics that
could promote settlement or efficient adjudication of
the Board proceeding 0
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Some of the issues that might be discussed during the
discovery and settlement conference are dealt with
more detail in the following sections.

Scheduling

Under the prior rules, discovery often was initi-
ated before the answer was due. Under the new rules,
the answer will be due before the mitiation of the
mandatory initial disclosures or the opening of the dis-

Assuming that no extensions are granted along the
way and that no oral argument is requested, the new
TTAB standard schedule provides that a case will be
submitted for decision by the TTAB in 550 days, or
a year and a half, after initiated. This 1s about 50 days
longer than the standard schedule under the prior rules,
due to the fact that the start of discovery is delayed
untl after the answer and the discovery and settlement
conference. Figure | shows a hypothetical standard

covery period.

schedule.

Figure 1: Hypothetical Standard Schedule

T
Days from
Party Action Due Date Institution Order
P Case initiated by filing complaint n/a
with proof of service.
Issuance of institution order from n/a
TTAB.
D Answer. 40 days from the date of the 40
institution order.
P/ Deadline to request of board 10 days prior to the deadline 60
professional participation in for conducting the discovery
discovery and settlement conference. | and settlement conference.
P/D Deadline for discovery and settle- 30 days after the date the 70
ment conference. answer 1s due.
Discovery opens. 30 days after the date the 70
answer 1s due.
P/D Deadline for motion for sanctions Prior to the deadline for 9963
for failure to participate in discovery | any party to make initial
and settlement conference. disclosures.
P/D Deadline for making initial 30 days from the opening of 100
disclosures. the discovery period.
p/D Deadline for disclosure of expert 30 days prior to close of 220
testimony. discovery.
P/D Deadline for motions to compel ini- | Prior to the close of discovery. 24964
tial disclosures and expert disclosures.
P/D Deadline for rebuttal expert dis- 30 days after the adverse party’s 250
closure (or 30 days after the iniual prior disclosure to TTAB (i.e.,
disclosure if earlier). no later than close of discovery).
Discovery closes. 180 days from the opening 250
date of the discovery period.
o Deadline for plaintift’s pretrial 15 days prior to the opening 295
disclosures. of plaintiffs testimony period.
|

18 » The Computer & Internet Lawyer

Volume 25 « Number ] » November 2008




Trademark

Figure 1 (continued)

Days from
Party Action Due Date Institution Order
p/D Deadline to file motions to compel | After the close of discovery, 309
discovery. prior to the opening of the
first testimony period.
P/D Deadline for motion for summary After initial disclosure of 309
judgment. requesting party, prior to the
opening of the first testimony
period.
P Plainuft’s 30-day testimony period Opens 60 days after the close 310
opens. of discovery.
P Plaintiff’s 30-day testimony period Closes 90 days after the close 340
closes. of discovery.
D Deadline for defendant’s pretrial 15 days prior to the opening 355
disclosures. of defendant’s testiniony
period.
D Defendant’s 30-day testimony Opens 30 days after the close 370
period opens. of plaintiff s testimony period.
D Defendant’s 30-day testimony Closes 60 days after the close 400
period closes. of plaintiff s testimony period.
P Deadline for plamuft’s rebuttal 15 days prior to the opening 415
pretrial disclosures. of plaintiff s rebuttal tesumony
period.
P Plaintiff’s 15-day testimony Opens 30 days from the close 430
period opens. of defendant’s testimony period.
P Plaintiff s 15-day rebuttal testimony | Closes 45 days from the close 445
period closes. of defendant’s testimony
period.
p Plaintiff’s brief due. 505
D Detendant’s brief due. 30 days after plintufi’s brief. 535
P Plaintift’s rebuttal brief due. 550
P/D Deadline to request oral arguments. 560

Amendment of Schedule

Deadlines and obliganons may be modified upon stip-
ulation of the parties approved by the TTAB upon motion
aranted by the TTAB® or by order of the TTAB. It a sap-
ulation or motion is denied, dates will remain as yutally
set. Because of this, 1t is in the interests of the parties to file

any proposed stipulations or scheduling motions promptly
after the discovery and setdement conference.6¢

As previously indicated, mn any case of default or
in which a defendant files 2 motion under FRCP 12
directed to the plaintfl’s pleading, the TTAB will reset
discovery, disclosure, and trial dates.¢” Similarly, when a
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defendant includes a counterclain with its answer, the
TTAB will reset these dates to account for the addition
of the counterclaim. In short, there are many potential
triggers that will prompt the TTAB to reset discovery,
disclosure, and trial dates, and they are not all explicitly
addressed in the amended TTAB rules.68

Suspension of Proceeding

In the past the TTAB has been very liberal n its will-
ingness to suspend cases to accommodate settlement
negotiations between parties. This practice has never
been codified in the trademark rules and remains a dis-
cretionary practice that the TTAB may alter as necessary
without need for any change in the rules. The USPTO
has confirmed, however, that the final rules do not alter
that traditional liberal approach except in one istance,
namely the TTAB is unlikely to suspend cases for settle-
ment talks between the time that an answer is filed and
the discovery and settlement conference. The reason: at
the discovery and settlement conference the parties are
meant to discuss settlement, or at least discuss whether,
in light of the answer and the close of the pleadings,
they may have a basis to begin settlement talks.®®

Possibility of Accelerated Case Resolution

ACR isasummary-judgment-like process that presents
an alternative to trial. Parties commonly file motions for
summary judgment in the hope of receiving a decision
while avoiding any further tme and expense or a costly
trial, but these motions often must be denied because
there is at least one material fact in dispute.”™ ACR may
be an attractive option when parties can stipulate to
many facts, or at least some facts, so that the remaining
evidence to be considered is imited. An example might
be a strict priority contest in which the parties agree
that confusion is likely. In essence, upon the consent or
request of the parties, the TTAB may treat cross-motions
for summary judgment as establishing the final record
and arguments on which a case may be decided.

The parties should discuss the ACR at the discovery
and settlement conference or even sooner. It the parties
agree to use the ACR. process that early in the pro-
ceeding, then the TTAB may tailor a limited disclosure
and discovery period to facilitate prompt submission of
stipulations and cross-motions.

Parties can revisit the ACR. option after initial dis-
closures and some discovery. ACR. obviously 1s a much
less attractive option, however, if the parties have already
engaged in substantial discovery and find themselves
approaching trial.

The TTAB will issue a decision within 50 days of
completed briefing under ACR. This decision 1s imime-
diately appealable.

TIP: [ there is no dispute as to most of the con-
tusion factors established wn E.L DuPont de Nenmours &
Co..7V s0 that, for example, only the similarity of the
marks 15 at ssue, ACR may be an appealing option.

Use of Email

Under the new TTAB rules, parties are free to stipu-
late to service of papers via email (or facsimile).” Parties
that so stpulate should consider including the follow-
ng, however:

* Requiring that paper confumation copies be sent

s Providing that email sent after a certam tme (c.g.,
5 pm. BST) will be treated as though sent the follow-
ing business day; and

» Providing that the additional five days to respond will
apply also to email service, because five days are not
automatically added to the response period if service
is made by email or facsimile.7?

Stipulation of Facts
and Procedural Stipulations

The parties should consider stipulating to the
following:

+ The record or a portion of the record.” The parties
can reserve the right to later object at ¢rial or in con-
nection with a motion for sumumary judgment on
bases of relevance, materiality, and probative value.

» A procedure for confirming the authenticity of busi-
ness records produced in response to requests for pro-
duction and that each party can introduce such records
by notice of reliance.

= Introduction of Internet materials by notice of reli-
ance (with or without accompanying affidavit).

* Permitting testimony by affidavit or declaration
(with or without reservation of right to live cross
examination).

= Telephone depositions.

¢« Introduction of expert witness reports and necessary
supporting materials by notice of reliance, and the
introduction of expert rebuttal reports the same way.

Initial Disclosure
The initial disclosure requirements were the greatest
source of concern for those commenting on the original
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proposed rules. The final rules clarify that the require-
ments of FRCP 26(a)(1)(A) and 26(2)(1)(B) apply. The
provisions of FRCP 26(¢) regarding supplementation of
disclosures and discovery responses also are applicable to
TTAB inter partes proceedings.

Timing

A party’s mitial disclosures are due within 30 days
after discovery opens but may be served as soon as the
party wishes.”> Initial disclosures do not have to be
filed with the TTAB but must be served on the adverse
party.

The parties can no longer serve discovery requests
before an answer is filed. Also, a party cannot seek dis-
covery unless and until that party has served its initial
disclosures.”6 If either party is interested in serving dis-
covery promptly, the party could consider serving its ini-
tial disclosures and its initial round of discovery requests
at the tme of the discovery and settlement conference.
The parties need not wait until the disclosure deadline
(30 days later) to serve their initial disclosures.

As indicated, m any case of default or in any case
in which a defendant files a motion under FRCP 12
directed to plaintift’s pleading, the TTAB will reset dis-
closure dates.

Differences from FRCP Proceedings
Meeting 1nitial disclosure obligations should be easier
in TTAB cases than n civil actions”” because:

o TTAB’ jurisdiction is lmited to determining the
right of a party to obtain, or retain, a registration;

o The extent of available claims and defenses that may
be advanced 1s not as broad as in the district courts;

s Subsections (C) and (D) of FRCP 26()(1) do not
apply in TTAB cases, nor do subsectons (i) and (iv)
of FRCP 26(2)(1)(A); and

* There should be more ume to prepare and serve the
mitial disclosures,

As indicated above, the deadline for inital disclosures
' TTAB proceedings 1s 30 days from the opening of the
discovery period; that 1s, 100 days after the TTAB ren-
dered its mstitution order. In contrast, parties in federal
court actions must make their inital disclosures at or
within 14 days after the FRCP 26(f) conference.”

Standard Protective Order
New TTAB Rule 2.116(g) provides that the TTABS
standard protective order, available via the USPTO’%

Web site at wwuw.uspto.gov, is applicable in all cases.
Parties are free (as in the past) to negotiate changes,
however. Theretore, parties need to consider whether
the provisions in the standard protective order are
adequate to address their confidentiality concerns.
Possible changes may be discussed during the dis-
covery and settlement conference. Upon motion
granted by the TTAB or stipulatdon approved by the
TTAB, the parties may implement a different protec-
tive order or a modification of the standard protective
order.”

Some comments concerning the originally proposed
TTAB rules noted that the standard order will not assist
parties if protected information is revealed after the
conclusion of a proceeding. While the TTAB encour-
ages parties to consider “creating a contract” in order
to protect their confidential information outside of a
TTAB proceeding, the standard protective order pro-
vides that information or material disclosed in accor-
dance with the terms of the order is for use solely in
connection with the TTAB proceeding and must be
returned to the disclosing party at the conclusion. In the
TTAB’s view, therefore, opportunities for misuse after a
proceeding are very limited.8!

Discovery
When serving discovery requests a party should keep
in nund the limited nature of the TTAB jurisdiction in

inter partes proceedings, and tailor the discovery requests
accordingly.

Timing

The new rules eliminate the previous possibility of a
defendant’s serving discovery requests before the defen-
dant has even filed an answer.32 Now, a party may not
serve 1nterrogatories, requests for production, requests
for admissions, or take discovery depositions until it has
made 1ts mitial disclosures.® Initial disclosures may be
served at the time of the discovery and settlement con-
ference, however.84

Interrogatories and other written discovery requests
may be served through the last day of discovery,?s as
opposed to a discovery deposition, which must be both
noticed and taken by the close of discovery.86 The bet-
ter practice normally 1s to take discovery early in the
discovery period, however. The disadvantages of waiting
uwnul the waning days of the discovery period include
potennally being precluded from using the fruits of ear~
lier discovery during discovery depositions and from
using a deposition or requests for admission to establish
the authenticity of produced documents. In addition,
motions to extend discovery to allow for follow-up or
because of asserted inadequate responses may not be
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viewed favorably by the TTAB if not filed until late in
the discovery period.®

TIP: It secking more expedited discovery in a TTAB
proceeding, one may make the initial disclosures at the
time of the discovery and settlement conference and
initiate discovery at the same time. In a particular case,
the other party also may be willing to agree to a tighter
discovery schedule.

E-Discovery

Parties should keep in mind that disclosure and dis-
covery of electronically stored information can be costly
and burdensome. The final TTAB rules did not opt
out of e-disclosure or e-discovery.® Therefore, parties
should consider discussing this issue in discovery and
settlement conference and perhaps limiting e-discovery.

Limnits on Interrogatories

The originally proposed rules would have lowered
the interrogatory limit from 75 to 253 The final rules
left the previous 75 interrogatory limit in place, count-
ing subparts. The TTAB% methodology for counting
interrogatories remains unchanged.%

Expert Disclosure

Expert testimony can be expensive and is not often
used in TTAB proceedings. The most common excep-
tion 1s the testimony of survey experts.

Timing

FRCP 26(2)(2)(C) requires disclosure of experts
expected to testify 90 days prior to trial. As applied in
TTAB proceedings, that means expert disclosures are
due with 30 days remaining in the discovery period. This
deadline applies to testifying experts, not consulting
experts.?! A party planning to use an expert solely to
contradict or rebut an adverse party’s expert must dis-
close such plans within 30 days of the adverse party’s
prior disclosure of its expert (i.e., no later than close of
discovery).92 The TTAB will handle late identifications
on a case-by-case basis,?3

The TTAB decided that it was unnecessary to spe-
cifically state in the final TTAB rules that expert dis-
closure deadlines will be reset when the close of the
discovery period is reset.% If a party thinks that it might
use a survey expert or other expert in the case, even
if the possibility is remote, the party should consider
negotiating in the discovery and settlement conference
stipulations regarding expert discovery, expert reports
and testimony.

Parties should inform the TTAB when an expert
disclosure has been made. The TTAB will then allow
time for expert discovery.% Because of the potential

for abuse, the final rule also requires that a party
wdentifying a testifying expert after the deadline for
disclosure seek leave trom the TTAB to use the expert’s
testimony.”0

Scope of Expert Disclosure

Use of expert witnesses is largely governed by FRCP
26(a)(2), absent stipulations, or alternative instructions in
an wstitution order or subsequent TTAB order. As indi-
cated, those rules apply only to testifying experts, not
consuliing experts who are not expected to testify.¥?

37 CERL 2.120(0)(2) and FRCP 26(a)(2) provide
that a party must disclose to its adverse party the iden-
tity of any testifying expert whom it may use at trial.
The expert disclosures should be in writing, signed, and
served on the other party. Unless otherwise stipulated
or ordered by the TTAB, this disclosure must be accom-
panied by a written report prepared and signed by the
testifying expert. The report must contain:%

* A complete statement of all opinions and the basis and
reasons for them;

* The data or other information considered by the wit-
ness in forming them;

e Any exhibits that will be used to summarize or sup-
port them;

¢ The witness’s qualifications, including a list of all
publications authored in the previous 10 years;

* A list of all other cases in which, during the previous
four years, the witness testified as an expert at trial or
by deposition; and

* A statement of the compensation to be paid for the
expert report and testimony in the case.

TIP: Consider discussing the sequence and timing of
expert disclosures and discovery, and the extent of the
information or material that must be disclosed, during
the discovery and settlement conference.

Pretrial Disclosure

Pretrial disclosures are due 15 days prior to plaintifi’s
and defendant’s trial periods. The scope of pretrial dis-
closure 15 governed by FRCP 26(a)(3). Unlike federal
court litigation, the TTAB does not require pretrial dis-
closure of each document or other exhibit that a party
plans to introduce at trial.® It only requires pretrial
disclosure of witnesses expected to testify or who may
testify if the need arises, and a summary or list of the
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types of documents and things that may be introduced
as exhibits during the testimony.

The parties are obliged to provide at least the follow-
ing information:

¢ Name, phone number, and address for witmesses, as
well as general 1dentifying information, such as their
relationship to any party and job title;

o A general summary or list of subjects on which each
witntess will or may testify; and

» A general summary or list of the types of documents
and things that will or may be introduced as exhibits.

»  Pretrial disclosure of plans to file notices of reliance is
not required.!™

Motions

37 C.ER. 2.127 is the TTAB’s motions rule. Every
motion must be submitted in written form and meet
the requirements prescribed in 37 C.ER.2.126.

The response period for any motion is 15 days
from date of service. Five days can be added if service
was made by first class mail, express mail, or overnight
courier. Five days cannot be added if service was made
by email or facsumile, however, unless the parties so
stipulate, 19!

Neither the briefin support of 2 motion nor the brief
n response to a motion may exceed 25 pages in length,
including the table of contents and index of cases.102
Failure to file a brief in opposition to any motion may
lead to its being granted as conceded.

The new TTAB rules add many possible miotions to
those already 1n a party’s arsenal, including:

* Motion for sanctions for fatlure to participate in the
discovery and settlement conference;

* Motion to compel the service of inual disclosures;
* Moton to test the suthciency of itial disclosures;

«  Motion for relief when the adversary fails to serve pre-
trial disclosures; and

= Motion to strike testunony, documents or other evi-
dence for failure to disclose or inadequate disclosure.

The TTAB 15 not empowered to issue monetary
sanctions. It the motion secks a sancuon that 15 poten-
nally disposiave of the case, a suspension order is 1ssued
under the TTAB rules. 12

FR.CP 12(b) provides the possibility that a motion to
dismiss may be treated as a motion for summary judg-
ment if “matters outside the pleadings are presented to
and not excluded by the court.”” Under the amended 37
C.ER.2.127(e)(1), a party may not move for summary
judgment until atter initial disclosures have been made,
however, unless filed on grounds of claim or issue pre-
clusion or lack of jurisdiction. Therefore, the TTAB will
not treat a motion to dismiss as a motion for summary
Jjudgment until after initial disclosures, unless it relates
to those grounds.

Motions to Compel

A motion to compel may address deficiencies in ini-
tial disclosures, expert disclosures, or discovery responses
but not pre-trial disclosures. Pretrial disclosures are not a
discovery activity and, therefore, not subject to a motion
to compel.104

When an adversary does not make, or provides inade-
quate, pretrial disclosures, the possible responses include
a motion for sanctions, a motion to quash a notice of
testimony deposition, or a motion to strike testimony,
depending on the circumstances.

A motion to compel initial disclosures and expert dis-
closure must be filed prior to the close of discovery. 15
A party that does not receive mitial disclosures, however,
and waits until the end of the discovery period to file a
motion to compel them may be found, because of the
delay, to have waived its right to the initial disclosures.

A motion to compel discovery may be filed after the
close of discovery so long as it is filed prior to the open-
ing of the first testimony period. Filing a motion to
compel disclosures or discovery normally will result in
the issuance of a suspension order by the TTAB. Once
the motion to compel is filed and served, neither party
may thereafter serve any additional discovery. Neither
party may refuse to provide required disclosures or
responses to discovery requests served prior to the filing
and service of the motion to compel, however.

Motions for Sanctions

Specific consequences for a party’s failure to make
timely, proper, or adequate disclosures have not been
identified in the final TTAB rules. The TTAB retains
the discretion to tailor sanctions to the particular cir-
cumstances of each case. W

With regard to mitial disclosures, expert disclosures,
and discovery responses, a motion for sanctions is appro-
priate only if a motion to compel these respectve dis-
closures has already been granted.!7 If a party receives
a discovery response that it believes is inadequate but
fails to raise it or move o compel, the party may not
thereafter complain about the response’s sufficiency. If
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the requesting party does move to compel, the motion
should not include a motion for sanctions. The TTAB
will not issue such sanctions unless a previous TTAB
order relating to discovery has been violated. 18

In contrast, a motion for sanctions for the non-
participation 1n discovery and settlement conference
need not be preceded by a granted motion to compel. 10
A motion for sanctions against a party for its failure to
participate in the required discovery and settlement
conference must be filed prior to the deadline for initial
disclosures.'t0

Motions for Summary Judgment

Any motion for summary judgment must be filed
prior to the opening of the first testimony period for
the plaintiff. If testimony periods are reset prior to the
opening of the plaintiff’s testimony period, a motion
for summary judgment filed before the first trial period
commences is timely U Plaintiffs moving for a summary
judgment should make sure that their evidence includes
proof of standing in the case. 37 C.ER. 2.122(d)(1) was
amended effective as of August 31, 2007, to eliminate
partially the need for a status-and-title copy of a pleaded
registration for proceedings commenced on or after that
date, but only when the registration is submitted with
the initial pleading.t12

Striking Testimony

A party may object to improper or inadequate pre-
trial disclosures or notices of examination. A motion to
strike the testimony of a witness for inadequate pretrial
disclosure now may seek to strike any testimony or that
portion of testimony that was not adequately covered
by the disclosure. In contrast, a motion for improper or
inadequate notice must seek to strike the testimony in
its entirety.)13

Conclusion: TTAB vs. Federal
Court Proceedings

In many instances, TTAB proceedings still may be
a relatively cost-efficient and lower-key alternative to
federal court litigation. Because of the limited scope of
issues and remedies in TTAB proceedings, the additional
disclosure requirements in many cases may not unduly
increase the burden and expense or drastically change
a party’s strategy. Counsel will need to get clients fully
engaged in discovery and strategy issues much earlier
in proceedmgs than before, however. We will have to
see whether the TTAB is correct that this will lead to
earlier settlement of more cases than occurred under the
previous rules. For cases that do not settle, as with fed-
eral court litigation, the potential scope of e-discovery
raises the specter of excessive cost. If one party has more

extensive email records than the other,
questions of unfairness.

There are opportunities to streamline proceedings via
stipulations and the use of ACR. {{ parties are not able
to streamdine the case, however, they may end up incur-

this may lead to

ring costs similar to those they would have mncurred in
a district court proceeding, while also experiencing all
the downsides of a TTAB procedure, for example, hm-
ted scope, limited remedies, no monetary damages or
monetary sanctions, and no awards of attorneys’ fees.

[t the proceeding does not settle early and the tradi-
tional benetits of a TTAB proceeding do not outweigh
the likely increased cost, a plainnff may well elect to
initiate federal court litigation instead.
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