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In the Cofemel proceedings, the CJEU is expected to decide later this year whether the level of 

originality of its Infopaq-judgement is applicable also to product designs and whether therefore no 

criterion other than originality in the sense of the “author’s own intellectual creation” formula may 

be applied to determine the eligibility of a product design for copyright protection. On the occasion 

of the forthcoming judgement, this article discusses the latest developments in Europe and the 

USA regarding the copyright/design interface. The analysis reveals that a paradigm shift towards a 

lowering of the copyright protection threshold is already taking place in various jurisdictions and 

that the recent case law of the CJEU seems to point in the same direction. This article also 

addresses some consequences of this shift.

I. Introduction

“It would be a dangerous undertaking for persons trained only to the law to 

constitute themselves final judges of the worth of pictorial illustrations […] some 

works of genius would be sure to miss appreciation”.1

What makes a product design qualify as a ‘work of literature, science or art’ eligible for copyright? 

While the growing digitalisation of the world is driving the courts and the legal literature to an 

almost unmanageable deluge of judgments and publications, such fundamental questions of the 

analogue world have almost fallen into oblivion. 

This seems to be changing, as the Court of Justice of the European Union (CJEU) in the past 

decade repeatedly hinted that the concept of work, i.e. the eligibility criterion for EU copyright 

protection, is not only vertically harmonised with regard to specific work categories, but also 

horizontally2 by an overarching and uniform interpretation of the concept of work throughout the 

European Union. According to the CJEU’s perception, an own intellectual creation is the sole 

criterion for copyright protection not only for harmonized works such as software, databases and 

photographs, but also for all other work categories, and in particular – of relevance here – designs 

of products. Therefore, irrespective of its artistic quality, a product design ought to receive 

copyright protection.

Despite the fact that this broad interpretation of the CJEU’s decisions remains controversial and 

the harmonisation tendencies of the CJEU in general have been criticised,3 various national courts 

implemented an indulgent jurisprudence with regard to the eligibility of product designs for 

copyright protection.4 Other jurisdictions, on the other hand, maintain the “special treatment” of 

product designs and seem to perceive the hues of the recent CJEU case law differently. Due to the 

highly diverging interpretations of the CJEU’s tendencies, European manufacturers and designers 

are now eagerly awaiting whether the CJEU will continue its previous line in its upcoming 

copyright/design interface judgement on Cofemel.5

This contribution to the discussion analyses and compares the diverging developments and 

outlines the most recent, extremely high variance across the legal scenery regarding the product 
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design copyright interface. The authors approve the path which the CJEU seems to be pursuing 

and consider the observed shift of paradigm to be a long overdue step towards a Europe-wide 

unity of art.6 In addition, the authors counteract the broad criticism on lower thresholds for 

protection by outlining practical solutions for a well-balanced copyright protection for product 

designs.

II. Product designs caught between the fronts of IP rights

1. International Framework

In the following, product design is understood as the commercial design of industrially 

manufactured objects of utility such as furniture, clothing, vehicles, tools, etc.7 In accordance with 

the terminology of the Paris Convention (“PC”) and the Revised Berne Convention (hereinafter 

“BC”), product designs are regularly included under the categories “industrial design” and/or 

“works of applied art”. According to the BC, “the expression literary and artistic works shall include 

every production in the literary, scientific and artistic domain, whatever may be the mode or form 

of its expression” (Art. 2(1) BC). In this enumeration of the categories of work covered by the 

concept of work, works of applied art are explicitly referred to, without differentiating them from 

other works such as painting, architecture or photographic works. 

Therefore, the fact that courts all over the globe have nevertheless struggled to subject works of 

applied art to copyright protection must be observed with a certain bewilderment. In countless 

jurisdictions, works of ap-
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plied art have been and are required to obtain a certain artistic value in order to be protected by 

copyright. Especially product designs, which by their very nature not only have aesthetic but also 

functional and technical characteristics, have to bear a particularly bitter fate from a copyright 

point of view. 

There are various explanations for the legal bigotry with regard to the application of copyright on 

these genres of work. On the one hand, a first qualitative differentiation can already be found in 

the prevalent conceptual differentiation of applied art with utility purpose from traditional, pure or 

non-utilitarian art.8 This leads to the concern that an indulgent design copyright regime – due to 

the lack of a registration requirement and its de facto hundred-year protection – could result in an 

excessive monopolization of the appearance of everyday utility goods and, ultimately, ends in an 

inhibition of the creative progress.9

In addition, there is a lack of a generally applicable notion of “work” in international copyright law. 

Neither the relevant international treaties on intellectual property rights nor the acquis 

communautaire of the EU specify which criteria a work must generally meet in order to enjoy 

copyright protection.10 The lack of an international, unified concept of a “work” ultimately led to 

the fact that at the national level different criteria for copyright protection have been required, 

whereby these have been unequally strict, especially for works that the BC refers to as “works of 

applied art”.11

With regard to the latter, Art. 2(7) BC increased this tendency at an early stage: Accordingly it 

shall be a matter for legislation in the countries to determine the extent of the application of their 
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laws to works of applied art and industrial designs and models, as well as the conditions under 

which such works, designs and models shall be protected. Furthermore, Art. 2(7) BC provides a 

reciprocity rule according to which works protected in the country of origin solely as designs and 

models shall be entitled in another country only to such special protection as is granted in that 

country to designs and models. The relevance of this historically and politically determined special 

treatment of works of applied art in the early days of international copyright law has been and 

continues to be misinterpreted and over-interpreted for the most part.

The deliberate reticence of the fathers of the Paris and Berne Convention on the concept of the 

work can be explained by the widely differing status of copyright at the time and, in particular, its 

treatment of industrial design within the various member states. Accordingly, in its 1991 Green 

Paper on the Legal Protection of Industrial Design,12 the EU Commission acknowledged – to put it 

simply – its inability to harmonise the different national regulations with regard to the eligibility of 

product designs for copyright protection. Even at the turn of the millennium, this admission was 

included in the Directive and the Regulation on Community Designs13 and thus continues to serve 

as legitimation for the special copyright status of product designs to this day. Although Art. 17 of 

the Design Directive avoids attempts to exclude registered designs per se from copyright 

protection and therefore explicitly dictates a mandatory overlap between copyright and designs, 

this provision had opposite effects: For one thing, countries raised the threshold for copyright 

protection of product designs with the result that most product designs will be de facto deprived of 

copyright and be left with design protection only14 or, on the other hand, countries subsequently 

dropped former design copyright provisions.15

2. Insufficient protection through design law

Jurisprudence and literature have long been dealing with the question of the relationship between 

Copyright and Design Law. However, this question is inevitably misleading – at the latest when 

speaking of their “distinction”. Even if we assume that the legislators are striving for coherence of 

law and do not want to undermine valuations in one field of law in another, intellectual property 

rights are not mutually exclusive, but rather exist independently of each other and, above all, are 

structured differently in many respects.16

The call for a generally higher threshold for product designs to be eligible for copyright protection 

is essentially rooted in an incorrectly interpreted coherence of intellectual property law, according 

to which an accumulation of protection is not permitted. This strict position is thoroughly 

remarkable, since no convincing reasons for refusing accumulation of protection can be found. 

Works of applied art – the surface decoration of everyday useful articles – are located at the 

interface between copyright and design protection. Both intellectual property rights protect, among 

other things, the appearance of useful consumer goods. What is protectable by design law is 

protectable by copyright – and vice versa.17 This overlap of the subject matter of copyright and 

design law often serves as justification of the fact that works of applied art and works of “pure art” 

are measured with different yardsticks.18 However, what many fail to recognise is the fundamental 

difference between the copyright approach (intellectual creation) and the design approach 

(differentiation from the existing design corpus).19 With regard to its term of protection, obligation 

to register and its requirements for protection such as novelty and 
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individual character, design law is essentially modelled and leaned more on patent law than on 

copyright law, and must therefore, in relation to the latter, be regarded as a genuine property 

right which is to have its own space in the framework of intellectual property law.20

The different conception of the two property rights opposes the reluctant stance towards the 

accumulation of protection. Copyright protects intellectual creations where the author stamped his 

work with a personal touch by choices of free creativity. On the other hand, design law allows for 

those who invest in a new and individual ornamental design of their jewellery, furniture or 

beverage containers to use and exploit the developed design exclusively for a certain period of 

time.21 In order to obtain this protection by design law, it is simply necessary that the overall 

impression of the design of the product differs from that of already known designs. Any industrial 

form that differs from the relevant known shapes is thus accessible to design protection – 

irrespective of any personal “stamp” of the designer.22 Moreover, a design is an unexamined 

intellectual property right – the requirements of novelty and individual character are not examined 

in the registration procedure. 

Now consider the outstanding design works of the exceptional talents Charles and Ray Eames or 

Arne Jacobsen: At the time of the implementation of national design legislation in Europe at the 

end of the 20th century, their designs had long been on the market in most jurisdictions and thus, 

lacked novelty. Due to the novelty requirement in design law, this circumstance constituted a 

ground for exclusion from protection and thus implicitly precludes these works from protection by 

design law.23 In many countries, no protection at all would be granted in such a situation since a 

distorted understanding of the relationship between design law and copyright result in the latter 

only being accessible to exceptional works of applied art. 

III. Copyright protection of product designs in national case law

The need for protection of product designs by copyright leads to the question of what requirements 

they must fulfil in order to be protected by copyright as “works of applied art”. The international 

conventions and the EU legislator have – in the absence of a harmonized understanding of the 

concept of work – essentially left this question to the national legislators. In addition, the above 

mentioned overlap of copyright and design law give rise to delicate questions concerning the 

accumulation of the two IP regimes, the threshold and scope of protection and the duration of the 

exclusive rights. As a result, a variety of national concepts have been developed that could not 

possibly differ more from each other. 

1. Europe

a) Paradigm shift in Germany

The personal intellectual creation criterion laid down in § 2 (2) of the German copyright act is 

essential for copyright protection. Any work of art – including product designs – enjoy copyright 

protection if they fulfil this criterion. Despite this open wording, works of applied art faced a 

difficult status for a long time.24 In the past, the stringency with regard to works of applied art 

was justified by the fact that such works already enjoyed a “special” protection by the law on 
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copyright in designs and models.25 Accordingly, product designs were protected by the copyright 

for designs and models if they stood out from purely craftmanlike and everyday average 

designs.26 At the turn of the millennium, however, the dichotomy of the “small” copyright for 

designs and models with a low protection threshold and the “big” copyright law for “pure art” was 

largely abandoned with the implementation of the EU Design Directive, but, however, without 

resolving the relationship between the new IP right and the remaining copyright framework for 

“pure” art.27

Subsequently, in accordance with the so-called “step theory” of the BGH (Federal Supreme Court), 

product designs were suddenly required to have a particularly high level of creativity (the 

“aesthetic surplus”) to qualify as work eligible for copyright protection.28 Only completely 

outstanding, unusual and trend-setting designs of products were eligible to copyright protection.29 

However, this also meant, for instance, that minimalism, which is characterized by the general 

reduction of the variety of colour and form – i.e. aesthetics based on less rather than more – was 

contradictory to a concept, which is primarily based on the criterion of height or level of creativity. 

It took almost 10 years after the implementation of the Design Directive30 for the BGH to unify the 

requirements for copyright protection for all work categories with its landmark decision 

Geburtstagszug.31 Accordingly, there is no justification for a higher protection threshold for works 

of applied art than for other work categories. Thus, it is not required that a product design 

surpasses the average level of creativity.32 This breach with the step theory is to be welcomed and 

undoubtedly improves access of product designs to copyright protection.33 In 
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particular, the dogmatic reasoning is convincing, since the BGH acknowledged that with the 

implementation of design law an autonomous intellectual property right was created and the 

former link between design right and copyright was eliminated.34

At this stage, it still remains to be seen how the new understanding of the BGH will be reflected in 

the lower and upper court jurisprudence in the longer term.35 While the Higher Regional Court of 

Schleswig Holstein ultimately denied copyright protection to the locomotive toy, which was the 

subject of BGH’s landmark Geburtstagszug ruling,36 the Regional Court of Cologne recently 

affirmed copyright protection for various table models by referring to the Geburtstagszug 

postulate.37 Following the same reasoning also the Higher Regional Court of Nürnberg ruled that a 

well-known and popular Bundesliga table of the Kicker magazine enjoys copyright protection38 and 

finally, the Regional Court of Hamburg held that the product design of the “5,0 Original” beer is 

protected by copyright.39

b) Everything remains in Switzerland?

The sparse and partly outdated case law of the Swiss courts indicates a similarly high threshold for 

design copyright, as it was the case in Germany up to the outlined shift of paradigm.40 In order to 

legitimize the unequal treatment of product designs with regard to copyright protection, the 

Federal Supreme Court made use of a rule according to which works of applied art are – in the 

case of doubt – to be regarded as purely handcrafted products.41 The critical voices in the 
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literature and their demand for a legal-dogmatic justification of this thoroughly questionable “rule 

of doubt” have so far not been taken into account by the Federal Supreme Court.42

Recently, the Federal Supreme Court did not take advantage of the opportunity to dismiss its “rule 

of doubt”.43 Although the Court granted copyright protection for a bar stool designed by the 

famous Swiss artist Max Bill, the reasoning was odd and based on principles derived from design 

and trademark law.44 It remains to be seen whether, in the longer term, Swiss jurisprudence will 

also refrain from its strict opinion due to the change of course of their northern neighbor, who 

often serves as a model. 

c) Italian art judges

The Italian courts have traditionally made a sharp distinction between copyright protection (for 

“unique” works of art) and design protection (for industrially manufactured utilitarian products).45 

This criterion of “scindibilità” meant that only designs that could be separated from their intended 

use are protected by copyright.46

Thereby the evaluation of the qualification as “unique work of art” is carried out by an “art-legal” 

approach: A “museum-like standing” of a product design serves as decisive criterion for its 

eligibility for copyright protection. For example, a court in Milan recently held the well-known Moon 

Boots are protected by copyright solely because the Louvre museum ranked their product design 

among the hundred most important designs in recent history.47 Of all places, in Italy, the very 

epicenter of the international designer community, the judges claim the prerogative of 

interpretation regarding the question which designs should and should not be considered unique 

works of art.48

Recently, the Italian “art judges” too seem to be approaching a tipping point: In recent decisions, 

the Italian Courts started to attribute copyright protection to several product designs – irrespective 

of whether they are worthy of mention by museums.49

d) Theory of “cumul absolu” in France

In France, the overlap of copyright and design law is kept simple: French copyright law and special 

design legislation share the same scope of protection and are of parallel and cumulative 

application (“cumul absolu”).50

Furthermore, in contrast to their Italian colleagues, the judges in France apply the principle of the 

unity of art (“unité de l’art”) and generally abstain from deciding whether a design is artistic or 

not. This principle, detached from any level originality, implies the equal treatment of all 

intellectual works (“oeuvres de l'esprit”)51 and precludes the judges from subjectively determining 

the artistic character of a work.52 The level of originality only comes into consideration when the 

question of the scope of protection is at issue, i.e., in infringement proceedings.53

e) Brexit and the “skill and labour”-test in the UK

Also in the UK the copyright law is in a state of change. According to the traditional view of the UK 

courts, a 
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work is original and therefore protected by copyright if it is the result of the author’s skills, work, 

judgment and effort.54 This so-called “skill and labour” test focuses on the sweat55 and effort 

sacrificed for the creation of the work. In simple terms, the key criterion is the human effort 

involved in creating (and imitating) a work, not its originality. This fundamental, seemingly 

insurmountable contradiction between the continental European model was often seen as an 

obstacle to an EU-wide harmonisation of the concept of work.56

With regard to works of applied art Sec. 51 of the 1988 Copyright, Designs and Patents Act (CDPA) 

lays down an exception to copyright protection in relation to drawings or preliminary models that 

exist specifically to be made into a particular object, i.e. product designs. Moreover, Sec. 4 of the 

CDPA protects works of “artistic craftsmanship”, a narrow category of works of applied art, if they 

obtain an artistic quality.57

Under the impression of recent case law of the CJEU in relation to copyright originality,58 neither 

the traditonal “skill and labour” test nor the concept of ‘works of artistic craftsmanship’ was 

considered to be in conformity with European copyright law. Therefore a gradual adaptation of the 

author’s right doctrine and lower thresholds for copyright protection for works of applied arts was 

expected.59

However, in the light of the upcoming “Brexit”, it is unclear whether the new continental author’s 

rights doctrine may cause any adjustments to originality in UK copyright law in the longer term. 

f) Absence of any special creativity criteria in Dutch case law

While in the jurisdictions outlined above the shift of paradigm has only recently become apparent 

or has not yet taken place, the relationship between copyright and design law in the Benelux law 

has been built up at an earlier stage in a much more harmonious way. Whereas the Uniform 

Benelux Law on Designs and Models (UBLDM) of 1975 still stated that in order to be eligible for 

copyright protection, models and designs must be of “a clearly artistic character”,60 in the 1987 

judgement Screenoprints the Benelux Court of Justice laid down that the “normal” originality 

criterion applies also to designs.61 Subsequently, the Dutch courts began to make copyright 

protection eligible even for essentially functional product designs.62 As a result, to sum up, only 

trivial or banal designs without any creative features fall outside of the scope of Dutch copyright 

protection.63

A copyright regime that precludes only “works” which are so trivial or banal that they bear no 

creative labour of whatever kind, is open to a wide range of critiques.64 Despite this criticism, the 

Dutch courts adhere to this indulgent practice, which is currently even strengthened by the 

emerging harmonization of the level of originality initiated by the CJEU in 2009.65

2. USA

a) Design patent v. Copyright

In US federal law, since the year 1842, product designs are protectable as design patents for the 

period of 14 years. However, since this special protection for new, original and ornamental designs 
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is described as insufficient for various reasons, there has always been a demand for adequate 

protection of product designs by copyright.66

In this context, the US Supreme Court held in its landmark decision Mazer v. Stein67 that works of 

applied art, even with intended or actual use in industry, may enjoy copyright protection. This put 

an end to the practice of the lower instances and copyright offices, which at that time only granted 

copyright to works of applied art without a utilitarian function. The manufacturer of useful articles 

may choose between design patent or copyright registration and the choice of registration to one 

right cannot exclude the application to another right.68

b) The separability test

Furthermore, Mazer v. Stein set the foundation for the so-called “separability” test, according to 

which individual aesthetic elements of a useful article (in casu specially formed lampstands) are 

eligible for copyright protection, as long as they can be separated from the article in question (in 

casu a table lamp). In essence, the purpose of this test is to distinguish between functional design 

of the useful article – that is not protected by copyright – and pure aesthetic features thereof that 

do not contribute to its functionality. If the latter are physically or at least conceptually identified 

independently of and can exist independently of the function of the product, these aesthetic 

elements are eligible for copyright protection.

Following Mazer v. Stein the separability-test was transferred to the US Copyright Act of 1976.69 

Although these 
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delimitation criteria may sound well elaborated – the differentiation between functional and 

aesthetic elements was difficult and the US courts were unable to develop a consistent and 

coherent case law. Particularly with regard to design features that could not be physically 

separated from a useful article, very divergent and sometimes pedantic results occurred.70

c) The Star Atheltica decision

More than 60 years after Mazer v. Stein and for the first time since the US Copyright Act entered 

into force, the US Supreme Court could take up its detailed position on the application of the 

separability test in its 2017 decision Star Athletica.71 On the one hand, it eliminated certain 

components of the analysis that had been adopted based on the Copyright Act’s legislative history, 

e.g. the distinction between physical and conceptual separability. In particular, it clarified that an 

artistic feature of the design of a useful article (in casu a cheerleader uniform) is eligible for 

copyright protection if the feature can be perceived as a two- or three-dimensional work of art 

separate from the useful article and if the feature would qualify as a protectable pictorial, graphic, 

or sculptural work either on its own or in some other medium if imagined separately 

(“imaginatively removed”) from the useful article. On the other hand, it is not required that the 

article remains fully functioning after separating the aesthetic feature. This means, e contrario, 

that the design features may even be protectable when they are partially functional.
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The decision is perceived as a clear extension of the copyright protection of product designs. 

Nevertheless, it is still controversial72 how the lower courts will apply the decision to aesthetic 

elements of product designs outside the fashion industry.

IV. Harmonisation tendencies in EU law

The observed change of course in copyright protection requirements for product designs by the 

national courts in Europe was, of course, not completely detached from corresponding 

supranational developments. In addition to multiple copyright directives at EU level (so-called 

vertical harmonisation), several rulings of the CJEU (so-called horizontal harmonisation) have 

served as the legal foundation for various “copyright-friendly” decisions in the national states.

1. Vertical harmonisation of the concept of work

As set out above, the thresholds for works of applied art to enjoy copyright protection are 

primarily determined at national level. In addition, however, an increasing “vertical” harmonisation 

of copyright law has also been underway at Union level for thirty years, starting 1988 with the 

Green Paper on Copyright in the knowledge economy.73 Today, harmonized copyright law of the 

EU consists of over ten directives, by which, inter alia, specific work categories are harmonized 

with regard to their protection criteria. So far, the European legislator has made use of this 

harmonisation approach in the area of software74, databases75 and photographs.76

These directives stipulate with EU-wide effect, that software, databases and photographs shall be 

protected by copyright if they are the author's own intellectual creations and that no other criteria 

shall be applied to determine their eligibility for protection. The required level of originality in the 

sense of the author's own intellectual creation formula can be placed in between the high threshold 

of the former case law in Germany and the very low standard provided by Dutch courts. To put it 

short: to determine a software’s, database’s or photograph’s eligibility for copyright protection, 

any requirement of an artistic character or above-average level of creativity, e.g. the requirements 

of the Italian judges, is expressly excluded.77

2. Horizontal harmonisation by the CJEU

a) Application of the criterion of the author’s own intellectual creation for further 

creative works

With regard to the criteria which shall be applied to determine the eligibility for protection, the EU 

legislative framework thus confines itself to a fragmentary vertical harmonisation for the three 

aforementioned creative works. For further creative works, this form of harmonisation has so far 

been lacking. For product designs in particular, the EU legislator merely stated that in the absence 

of a harmonisation of copyright law, it is important to establish the principle of cumulation of 

protection under the Community design and under copyright law, whilst leaving Member States 

free to establish the extent of copyright protection and the conditions under which such protection 

is conferred.78

However, while the EU legislator vertically harmonised the originality standard in relation only to 

these subject matter, i.e., computer programs, databases and photographs, the CJEU has been 

playing a fundamental role in horizontally expanding this originality formula to all 
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subject matter covered by EU copyright law. The impetus for this involvement of the CJEU was the 

landmark Infopaq judgement.79 In Infopaq the CJEU had to decide whether the storing and 

subsequent printing out of a text extract from an article in a daily newspaper, consisting of eleven 

words, can be regarded as act of reproduction according to Art. 2 of the InfoSoc Directive.80

The CJEU held that the various parts of a work enjoy protection under Art. 2(a) of the InfoSoc 

Directive, provided that they contain elements which are the expression of the intellectual creation 

of the author of the work. Thereby the CJEU referred to the recitals 4, 9 to 11 and 20 in the 

preamble of the InfoSoc Directive, according to which, in a nutshell, any harmonisation of 

copyright must take as a basis a high level of protection as well as the principles and rules laid 

down in earlier directives such as the database or software directives.81

b) Importance of the decision for product design

In Infopaq the CJEU could not directly base its determination of the copyright protection criteria for 

press products on a codified EU provision. Nonetheless, the CJEU indirectly linked its assessment 

via the preamble of the InfoSoc Directive to the criteria of the already vertically harmonised 

categories of works “such as computer programs, databases or photographs”.82 This derivation of 

the “author's own intellectual creation” formula is widely understood as a clarification that the 

vertically regulated categories of works are only examples of an overarching uniform EU concept of 

work.83

By referring to Infopaq, the CJEU subsequently applied its “author’s own intellectual creation” 

formula as the test for originality in a number of rulings on further work categories.84 Just recently 

the CJEU in its Levola judgement85 of 13 November 2018 referred to its Infopaq interpretation 

with regard to the question of copyright protection of the taste of cheese. In Levola the CJEU 

explicitly stated that in view of the need for a uniform application of EU law and the principle of 

equality, the concept of work according to the BC must normally be given an autonomous and 

uniform interpretation throughout the European Union.86 However, since the existence of a work 

was ultimately denied with regard to the taste of cheese because of its unidentifiable nature, the 

CJEU did not rule on the qualitative requirements for the copyright protection of the taste of a food 

and thus missed the opportunity to further strengthen its interpretation of the InfoSoc Directive as 

a statutory basis for a general EU wide concept of work.87

With regard to product designs, the CJEU expressed its opinion on the principles of the relationship 

between design law and copyright law in Flos.88 Accordingly, the Design Directive precludes 

national copyright regimes that exclude copyright protection for designs which were protected by a 

registered design right and entered the public domain before the date of entry into force of that 

legislation, provided they meet all the requirements to be eligible for copyright protection.89 

Furthermore, the CJEU also expressly stated in this judgement that it is conceivable that copyright 

protection for works which may be unregistered designs could arise under other directives 

concerning copyright, in particular the InfoSoc Directive, if the conditions for that directive’s 

application are met.90
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The reasoning in the judgment indicates that Flos considered the level of originality harmonized, at 

least for unregistered or formerly registered designs, whereas Art. 17 of the Design Directive 

which leaves Member States free to establish the conditions for copyright protection is still 

applicable for registered designs. Although there are academic voices suggesting that Flos was 

wrongly decided and it is at this stage not entirely clear whether and how the CJEU will apply the 

“own intellectual creation” formula to further work types,91 it appears that national courts already 

recognise that the horizontal harmonisation developed by the CJEU extends to product design. For 

example, the Supreme Court of the Netherlands granted copyright protection to a rather simple 

fire stove by referring to Flos.92 A preliminary ruling to the CJEU was not considered necessary.93

c) Solution of the “Gordian Knot of Copyright” in Luxembourg?

a. Necessity for Europe-wide legal certainty

Although we assume that the direction in which the CJEU is heading seems to be clear in such a 

way that it expanded the concept of “author’s own intellectual creation” beyond the three vertically 

harmonised subject matter, the need for an unambiguous clarification is still considerable. The 

above-mentioned extremely high variance across the 
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different legal traditions creates an unsatisfactory situation for internationally oriented right 

holders. An early clarification covering all work categories is therefore more than desirable and 

would undoubtedly be in the interest of free movement of goods in Europe.94

In particular a broad application of the InfoSoc Directive with regard to product designs is highly 

controversial since it would essentially break with the Commissions Green Paper on the Legal 

Protection of Industrial Design of 1991 and the preamble of the Council Regulation on Community 

designs of 2001. Although we are of the opinion that full harmonisation or unification of EU 

copyright law should rather be achieved through legislative intervention, an early harmonisation 

through judicial convergence seems unavoidable.95 After all, the CJEU will probably be able to 

clarify these questions in 2019 already.96

b. Portuguese copyright law as litmus test of the horizontal harmonisation tendencies

While the world of tastes and smells is at present excluded from European copyright law, European 

product designers are currently focusing their attention on the upcoming Cofemel judgment.97 In 

this request for a preliminary ruling, the Supreme Court of Portugal referred to the CJEU to rule on 

the question, whether the InfoSoc Directive precludes the strict criteria under Portuguese 

Copyright Law which confers copyright protection only on original works of applied art, industrial 

designs and works of design, which, in addition to their utilitarian purpose, create their own visual 

and distinctive effect from an aesthetic point of view. Furthermore, such works are only eligible for 

copyright protection if – in the light of a particularly rigorous assessment of their artistic character, 

and taking account the dominant views in cultural and institutional circles – they qualify as artistic 

creation or work of art. 

If the CJEU continues its path started in Infopaq, the criterion of artistic value for copyright 

protection for product designs stipulated in the Portuguese law will be considered incompatible 
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with the EU law. Currently it is eagerly awaited whether and how the CJEU will relate its 

interpretation to Art. 9 of the InfoSoc Directive, which provides that the Directive is without 

prejudice to provisions concerning design rights and utility models and particularly to the Design 

Directive and the Community Designs Regulation, which leave Member States free to establish the 

extent of copyright protection and the conditions under which such protection is conferred to 

product designs.98

In our opinion, the CJEU could argue that the Design Regulation – the most recent of the referred 

legislations99 – contains the slightly altered wording “in the absence of the complete 

harmonisation” in contrast to the older wording “in the absence of harmonisation” and therefore 

the Commission may have changed its attitude towards Europe-wide harmonisation and that the 

horizontal harmonisation thus reflects the agenda of the European Commission. 

V. Summary appraisal

A special treatment of “works of applied art” compared to other works, not only works of art, lacks 

any basis of legitimation. For no matter how the concept of “art” in copyright is turned and twisted 

– its assessment is aleatory and in modern copyright law it seems misplaced. The art-historical 

and copyright concepts of work and art are anything but congruent. An everyday banality can be 

regarded as a work of art in cultural and institutional circles, but may not have to enjoy copyright 

protection at all. Conversely, the concept of work within the meaning of copyright law must be 

completely detached from its presence in art exhibitions or art-historical evaluations from the 

relevant circles. An exhibitor directory should not be a vademecum of a judge and an arbitrarily 

set benchmark with regard to an artistic character of a product design shall not be decisive. Even if 

the courts leave the assessment of the artistic character of a product design to an expert, this is 

still carried out from an art-historical perspective, which, due to the discrepancy between art and 

copyright, entails the danger of false judgements.100

Infopaq is dogmatically unobjectionable and must be regarded as a major evolvement of the 

European concept of work shaped by primarily non-legislative harmonisation.101 The CJEU adopted 

and continued the legislative harmonisation tendencies and found an elegant way within its 

assigned powers102 to circumvent the difficulties to find consensus on copyright at EU level.103 

The aim of the InfoSoc Directive is the harmonisation of a number of key copyright aspects, such 

as copyright exceptions, reproduction and distribution, which previously varied considerably from 

one member state to another. Although the InfoSoc Directive does not directly harmonise the 

concept of work, the concept of reproduction provided for in Art. 2 therein must nevertheless be 

based on a subject-matter of protection, which must be given an autonomous and uniform 

interpretation throughout the European Union.104

However, since the importance and impact of Infopaq remains highly controversial, a definite 

clarification is urgently needed.105 Especially with regard to the protectability of product designs, 

legal uncertainty takes a heavy toll: Depending on the jurisdiction, rights holders of world-famous 

design classics can defend themselves in 
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Europe against imitations of their products either well, sufficiently or not at all. The urgency is 

accentuated by the spread of 3D printing and the future importance of the Chinese market in 

Europe.106

It is to be expected that the CJEU will continue the horizontal harmonisation of the concept of work 

in the upcoming judgement on Cofemel and will clarify that product designs must be eligible for 

copyright protection provided that they contain elements which are the expression of the 

intellectual creation of the author of the work. As a consequence, there will be no room anymore 

for European “art judges” assessing the eligibility of a product design on the basis of its artistic 

character – and quite incidentally, this would also prevent judges from being accused of being 

artistically “half a century behind”.107

VI. Solutions for a well-balanced copyright protection for product designs

The following solutions shall address the fear that protecting functional works by copyright might 

result in significant monopolies. The proposals are based on two premises: First, no criterion other 

than originality in the sense of the “author’s own intellectual creation” formula should be applied to 

determine the eligibility of a work of applied art for copyright protection. The author must solely 

stamp his work (as a whole) with his personal touch by choices of free creativity.108 Second, it is 

important to foster the development of the usual shapes available and not to hinder it with 

excessive protection. In other words, a balance must be sought between incentives for design 

innovation and ensuring design progress. 

1. Usage of a creative freedom as decisive criterion

The long duration of copyright and the absence of registration is – in particular when it comes to 

useful articles – accompanied by scepticism and concern about a potential inhibition of creative 

progress.109 A Europe-wide abandonment of aesthetic or qualitative criteria results in lower 

requirements for protection and thus a higher level of protection than previously. Critics fear that 

the removal of the criterion of artistic value means that more product designs are protected for a 

longer period, and thus hampers the creative progress.110 This defensive reflex is legitimate, since 

these works – as their categorization as “applied art” in distinction to “pure art” implies – are 

usually functional or technically conditioned and the “creative flexibility” of the designers is 

limited.111

This objection must be countered by ensuring that purely functional or technical product designs or 

elements thereof are excluded from the definition of the author's own intellectual creation and thus 

from the scope of protection. Hence, the right question must be: Did the designer use his/her 

freedom in developing the design/feature in question or is the appearance of the product/feature 

thereof solely dictated by its technical/functional purposes?112 The latter must remain in the public 

functional domain in the interest of “creative progress”.113

The criteria of technical and functional necessity must be interpreted, according to the view 

represented here, as the absence of technically and economically reasonable alternatives from the 

point of view of a potential infringer.114 Consequently, if every component of the appearance of a 

useful article is indispensable in order to achieve its functional or technical purpose, the designer 

cannot take action against imitators on the basis of copyright law.115 The same applies to features 
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of a product that are not indispensable – because other shapes would achieve the same purpose – 

but still solely serve technical or functional purposes. These characteristics of a design are not 

based on the usage of the creative freedom and are therefore excluded from the scope of 

protection. On the other hand, every element with aesthetic qualities, although they also or even 

primarily serve a technical or functional result, are eligible for protection. 

This relationship between the degree of freedom of the designer in developing the design and the 

exclusion of features of appearance of a product which are dictated by its technical function 

corresponds to Arts. 6(2) and 8(1) of the Community Designs Regulation.116 In recent copyright 

rulings, the CJEU applied this principle in its own words by stating that the criterion of originality 

according to the InfoSoc Directive cannot be met by components of a graphic user interface which 

are differentiated only by their technical function.117 Furthermore, in Painer/Standard,118 the 

CJEU interpreted the freedom in developing the design as capability of the designer to express 

his/her creative abilities in the production of the work by making free and creative choices.119

Also the national courts seem to be increasingly focusing on the criterion of free and creative 

choices. For example, the BGH required product designs to have an appearance that is not solely 

dictated by its technical function120 and the Court of Appeal of Amsterdam held that elements that 

are the mere the results of technical constraints do not enjoy copyright protection.121 In a ruling 

on unfair 
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competition law the BGH further stated that there is no technical necessity if a design feature can 

be replaced by another design that fulfils the same technical purpose and quality requirements.122

2. Symmetry between the usage of a creative freedom and the scope of protection

a) Appropriate limitation of the scope of protection

There is no doubt that the functional and technical necessity of a product design must be included 

in the copyright assessment in order to prevent an inhibition of the creative progress. However, in 

infringement proceedings, to ensure that the barrier for protection is not raised through the back 

door of a stringent application of functional/technical necessity, the criterion of the usage of 

freedom in developing the design must only be addressed in the assessment of the scope of 

protection.123

If the assessment of the usage of freedom of the designer is already addressed with regard to the 

eligibility for protection, there is a potential risk that the removal of the criterion of artistic value 

will be circumvented by a strict focus on functional/technical necessity. As already mentioned, the 

degree of creative freedom in developing useful articles is naturally very limited.124 Experience 

with the separability test has shown that functional and aesthetic features are difficult to divide. 

Thus, there is a tendency to prematurely assume a functional or technical character and to a priori 

preclude copyright protection. In this case, the turning tide in copyright would be nothing more 

than a little wave.
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Consequently, we plead for an appropriate limitation of the scope of protection by excluding 

technically or functionally indispensable characteristics from the scope of protection and keeping 

them in the public domain in order to ensure design progress.125

Hence, competitors are free to copy mere functional aspects. If a product design consists of 90 % 

elements resulting from mere functional choices, these elements can be copied, since they are not 

part of the scope of protection. That ten percent proportion of aesthetic elements, however, 

determines the protected scope from which the competition must keep its distance.

Therefore, even if the product design in question mainly result from arbitrary functional choice, it 

is not a priori excluded from copyright protection, but its scope of protection is limited to the few 

aesthetic elements. However, copying of even one of these protected elements could lead to an 

infringement. 

b) Application in infringement proceedings

Symmetry between the usage of freedom in developing the design and the scope of protection 

means that a low degree of creative freedom leads to a small scope of protection and, 

correspondingly, the broader the creative freedom and the more intensively this freedom is used, 

the more the competing product designs must differ themselves from the previous design. In a 

nutshell: above-average designs compared to the priory known designs deserve a large scope of 

protection.126 Thus, in infringement proceedings, the necessary differences in their aesthetic 

execution from the original design to which competitors must adhere to in order to act within the 

permissible scope must be determined on the basis of the scope of protection.127

As a result, a copyright infringement may be denied despite a high degree of similarity in the 

overall impression of the product designs if this similarity is based on technical necessities and not 

on an imitation of aesthetic characteristics of the design which originate from the original 

designer’s freedom in developing. A piece of furniture whose designer has succeeded in expressing 

his or her creative abilities despite a low degree of creative freedom should enjoy copyright 

protection. At the same time, however, this does not mean that other furniture manufacturers who 

are inspired by this design infringe copyright.128

The outlined solution means in extremis that numerous product designs with a degree of creative 

freedom close to zero may regularly only act against identical replicas. Nevertheless, in contrast to 

a claim against “slavish imitations” based on unfair competition law, the difficult burden of proving, 

e.g., competitive originality, deception or confusion between the original and the copy among the 

consumers, etc. is omitted here. 

In our view, the courts have sufficient discretion in determining the appropriate scope of 

protection: If, for example, the BGH had based its reasoning in the aforementioned Seilzirkus 

decision on this formula, it would have come to the same conclusion – the rejection of the 

infringement action – but with a reasoning that seems more convincing to us: The similarity 

between the two designs was caused by the technical requirements. The scope of protection for 

the plaintiff's product design was thus limited and even the practically identical replica of the 

product design did not fall within the scope of protection. The result would be the same, but 

without a priori excluding the plaintiff's product design from copyright protection. In this manner, 

the OLG (Higher Regional Court) of Nuremberg129 has granted copyright protection to the popular 
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“Bundesliga” table of the magazine “Kicker” on the basis of BGH’s Geburtstagszug interpretation. 

However, since the similar design of the defendant kept a sufficient distance from the narrow 

scope of protection, the action was ultimately dismissed.

Therefore, should the CJEU decide in Cofemel that works of applied art are eligible to copyright 

protection provided that they are the author's own intellectual creation, the argument of excessive 

“monopolization” of product design does not stand up, given that the national courts still have 

sufficient leeway in determining the concrete scope of protection. Moreover, in contrast to 

trademark, design 

Ritscher/Landolt: Shift of paradigm for copyright protection of 
the design of products(GRUR Int. 2019, 125) 135

or patent law, a product design protected by copyright does not have a comparable blocking 

effect. A valid patent on a pharmaceutical product keeps the generic manufacturer off the market. 

In contrast, the risk of an infringement of the copyright in a classic furniture or fashion design 

simply means that the competing designer has to come up with new ideas. There can be no talk of 

a deterrent effect that hinders creative progress. Besides, copyright in France, the Netherlands and 

Belgium prove that renouncing any kind of “artistic” character as regards to the eligibility does not 

lead to an inhibition of creative progress. And even in Germany, five years after the lowering of 

the protection threshold with Geburtstagszug, neither a flood of lawsuits nor the feared stagnation 

in the creative progress can be observed.130

3. Evidence and allocation of the burden of proof

The proposed solutions put the designer's arbitrary creative choices in developing the product 

design product at the forefront of infringement proceedings. These choices must be convincingly 

substantiated in proceedings so that the plaintiff that bears the burden of proof can enforce its 

claims based on copyright.131

From a practitioners view, the concept of symmetry between the creative freedom and the scope 

of protection raises the question of whether a high degree of similarity with regard to the pure 

aesthetic characteristics would justify a reversal of the burden of proof in infringement 

proceedings.132 The judge could request from the potential infringer proof of the 

technical/functional and economic necessity of the original design or features thereof if this 

appears appropriate in the individual case, e.g. due to the significant similarity of the imitation.

Of course, this proposal has not yet been elaborated down to the last detail. In addition to the 

difficulty of a gradual determination of the similarity, the question also arises of how the alleged 

infringer can succeed in producing this evidence. It would be conceivable to orientate on the 

earlier “first to invent”- practice. In contrast to patent law, it would be necessary to document the 

actual usage of the creative freedom. Such “laboratory journals” in the creative field are no 

novelty. It is common and – especially with regard to EU design law to defend against accusations 

of infringing unregistered designs – urgently advisable for designers to document the processes of 

their developments and choices. In infringement proceedings, such documentation is likely to be a 

valuable means of defence.133

* Dr., Attorney-at-Law, LL.M. (Georgetown) Zurich. 
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